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IP Protection After the SkyKick Ruling: What E-commerce Brands Must Know

In a landmark decision that has significant implications for IP Protection strategies, the UK Supreme Court has ruled that

overly broad trademark applications can constitute “bad faith” filings.

The SkyKick Decision: A Game-Changer for Intellectual
Property Protection
The UK Supreme Court recently delivered a unanimous decision in the long-running Sky v. SkyKick trademark dispute,
ruling that media giant Sky acted in bad faith by filing overly broad trademark specifications. This groundbreaking
judgment has sent shockwaves through the intellectual property protection community and will fundamentally change
how businesses approach trademark registration and IP Protection.

What Happened in the Sky v. SkyKick Case?
The dispute began when Sky brought infringement actions against cloud storage software company SkyKick for using
similar branding. SkyKick countered by challenging the validity of Sky’s trademarks, arguing they were registered in bad
faith because Sky had no intention of using them across all the broad categories they had claimed, particularly for
“computer software.”



After a lengthy legal battle spanning multiple courts, the Supreme Court agreed that Sky’s filings constituted bad faith
applications, as they sought protection that wasn’t “commercially justified” and appeared intended as a “legal weapon
against third parties.”

What This Means for Your E-commerce Brand Protection

1. The End of Overly Broad Trademark Applications
For years, many businesses have followed the practice of filing for extremely broad trademark protection, often far
beyond their actual commercial activities. This ruling signals that such practices may now be vulnerable to challenge on
grounds of bad faith. As Richard May, IP partner at Osborne Clarke, noted, this decision “effectively opens the door for
broad registrations to be attacked.”

2. Refined IP Protection Strategies Are Now Essential | IP
Protection
In light of this ruling, businesses must adopt more targeted and thoughtful approaches to intellectual property
protection:

Focus on genuine commercial intent: Only register for goods and services you genuinely intend to provide
Document your business plans: Maintain evidence of plans to use your trademark across all registered
categories
Regular portfolio reviews: Audit your existing trademark portfolios to identify potentially vulnerable
registrations

3. Implications for Counterfeit Prevention Solutions | IP
Protection
For e-commerce businesses battling counterfeits, this ruling introduces both challenges and opportunities:

Narrower protection may limit enforcement options against some infringers
More targeted registrations can focus resources on protecting core business areas
Strategic filing across multiple marks may provide better overall coverage than a single broad registration

Implications for U.S. Businesses: Different System, Similar
Concerns | IP Protection
While the Sky v. SkyKick ruling is specific to the UK, U.S. e-commerce brands should also be mindful of trademark filing
practices. In the U.S., commercial justification isn’t explicitly a requirement for trademark registrations, but “bad faith”
and overly broad filings can still be challenged under different legal principles.

Key Differences in U.S. Trademark Protection:



Use-Based System: Unlike the UK, the U.S. requires actual use (or a bona fide intent to use) in commerce when filing a
trademark. Broad filings without genuine intent to use could be vulnerable to cancellation.

Fraud on the USPTO: If a company knowingly claims rights to goods/services it has no intention of using, it could be
accused of fraud, leading to invalidation of the entire trademark.

Challenges via TTAB: Third parties can file oppositions or cancellations through the Trademark Trial and Appeal Board
against trademarks they believe are too broad or improperly filed.

While the specific “bad faith” standard applied in the SkyKick case may not directly apply in the U.S., American
businesses should still ensure they have a clear bona fide intent to use their marks for all goods and services listed in
applications to avoid potential legal challenges and maintain strong intellectual property protection.

IP Infringement Concerns After the SkyKick Ruling
The ruling doesn’t eliminate trademark protection—it refines it. SkyKick’s Cloud Backup services were still found to
infringe Sky’s trademarks, confirming that legitimate trademark rights remain enforceable. However, the Court also
found that SkyKick’s Cloud Migration marks did not infringe, showing how proper trademark specification impacts
enforcement.

Counterfeit Detection in the New Trademark Landscape
E-commerce businesses facing counterfeit challenges should:

1. Conduct a trademark audit to ensure protection covers your actual and intended commercial activities
2. Develop multi-layered brand protection strategies beyond just trademark registrations
3. Consider supplementary protection through design rights, copyright, and patents where appropriate
4. Implement proactive monitoring to detect potential infringements early

The Path Forward: Brand Protection Strategies for E-
commerce
Businesses should adapt their intellectual property protection approach in several ways:

For New Trademark Applications:
Be specific and targeted in your goods/services specifications
Ensure there’s genuine intention to use the mark across all categories
Document business plans that support the scope of protection sought

For Existing Trademark Portfolios:
Review for overly broad registrations that might be vulnerable
Consider filing new, more focused applications for core business areas
Develop supplementary protection strategies beyond trademarks



The SkyKick decision fundamentally changes the trademark protection landscape. While it may restrict some previously
common practices, it ultimately benefits the intellectual property system by ensuring trademark registrations reflect
genuine commercial activities rather than speculative land-grabs.

For e-commerce brands, this means developing more thoughtful, strategic approaches to intellectual property
protection. By focusing on areas with genuine commercial intent and implementing comprehensive brand protection
strategies, businesses can maintain robust protection against counterfeits and IP infringement while avoiding
vulnerability to bad faith challenges.
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